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DETAILED ACTION 

1 . Applicant's arguments filled on 05/1 1/07 in response to Office Action dated 
02/15/07 have been fully considered. 

2. Claims 1-12 are pending. Claim 12 is withdrawn from consideration. Supportfor 
amended claims is found in the specification. 

3. The 35 USC Section 103 rejection based on Haardt et al. (US 5,180,628) in view 
of Tomoaki et al. (JP 2000-226561 ) are withdrawn in view of the present amendment 
and response. Haardt does not teach or suggest that the hotmelt layer remains 
exposed on the back surface as required by presently amended claims. However, upon 
further consideration a new ground of rejection is made over Bohm et al. (US 
2003/00081 37A1 ) in view of Tomoaki et al. (JP 2000-226561 ). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1 -1 1 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Bohm et al. (US 2003/00081 37A1 ) in view of Tomoaki et al. (JP 2000-226561) (English 
translation previously provided by the Examiner). 

With respect to claims 1 , 4, 7, and 8, Bohm discloses a self-adhesive article for 
mechanical protection of painted plastic mounted parts of automobile comprising a 
backing material in a film form whose outer side is laminated with a layer of knitted 
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fabric and whose inner side is a pressure-sensitive adhesive through the application of 
a self-adhesive composition (abstract). Additionally, Bohm discloses that the adhesive 
can be applied from the melt (0039). Regarding claims 1 and 8, the backing of Bohm is 
equated to the outer layer material. 

With respect to claims 1 and 8 Bohm is silent with respect to teaching the hot- 
melt having (A) an amorphous poly-alpha-olefin (APAO) having a melting viscosity in 
the range of 500-100,000 mPa*s/190°C, (B) a tackifier resin having a softening point of 
not lower than 1 10°C, (C) a polypropylene (PP) wax having a melting point of not lower 
than 120°C, and weight ratio of A/C in the range of 100/50 to 100/100 (i.e. 2 to 1) 
(claims 1 and 8) and weight ratio of A/B in the range of 100/10 to 100/100 (i.e. 10 to 1) 
(claims 4 and 8). However, Tomoaki discloses a hot-melt adhesive that has high 
flexibility, low possible coating temperature, low coating viscosity, high tack generation 
temperature, high blocking resistance, and short open time (page 9). The hot-melt 
adhesive of Tomoaki comprises 50-90 wt% amorphous polyolefin polymer, 5-44 wt% of 
a crystalline polypropylene wax with a softening point of 120°C or higher, and 1-20 wt% 
of tackifying resin (page 2). The amorphous polyolefin of Tomoaki has a viscosity of 
1 ,500 to 50,000 cps at 190°C, which coverts to 1 ,500 to 50,000 mPa*s (1 cp = 1 
mPa*s). With respect to the limitation of tackifier resin having softening point of not 
lower than 1 1 0°C, it is noted that Tomoaki discloses the same types of tackifier resins 
(e.g. terpene, modified terpene, hydrogeneated resins such as hydrogenated terpene) 
(page 1 6-1 7) as disclosed by the applicant on pages 1 1 -1 2 of the specification. 
Therefore, it is reasonable to presume that the tackifying resin of Tomoaki has a 



Application/Control Number: 10/792,072 Page 4 

Art Unit: 1771 

softening point of not lower than 1 10°C (In re Spada, 91 1 F.2d 705, 709, 15 USPQ2d 
1655, 1658 (Fed. Cir. 1990). With respect to the claimed weight ratio of APAO (A) to 
PP wax (C) of 100/50 to 100/100, as previously disclosed the hot-melt adhesive of 
Tomoaki comprises 50-90 wt% APAO polymer, 5-44 wt% of a crystalline PP wax, which 
reads on said weight ratio (e.g. 50 wt% APAO and 25 wt% of PP wax = 100/50 weight 
ratio). Regarding, the claimed weight ratio of the APAO (A) to the tackifier resin (B) of 
100/10 to 100/100, as previously disclosed the hot-melt adhesive of Tomoaki comprises 
50-90 wt% APAO and 1-20 wt% of the tackifier resin, which reads on said weight ratio 
(e.g. 50 wt% of APAO and 5 wt% of tackifier resin = 1 00/1 0 wt ratio). It is noted that 
the primary reference of Bohm discloses that the adhesive composition can be applied 
from the melt (0039) and the secondary reference of Tomoaki describes the advantages 
such as high flexibility, low possible coating temperature etc. of using hot-melt adhesive 
of his invention. Thus, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to use the hot-melt adhesive of Tomoaki in the 
invention of Bohm, motivated by the desire to use a hot-melt adhesive that has high 
flexibility, low possible coating temperature, low coating viscosity, high tack generation 
temperature, high blocking resistance, and short open time. 

Regarding claims 2 and 10, the backing of Bohm is equated to a surface layer. 

Regarding claims 3 and 1 1 , it is noted that Bohm discloses that the film layer 
may be foamed (0018). Further, the polymers used to form the backing of Bohm are 
polyolefin polymers (0016). Hence, the foamed polyolefin film layer of Bohm reads on 
the polyolefin foam as claimed. Moreover, Bohm discloses that the knitted fabric can 
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be joined to the backing using hot-melt adhesive (0031 ). Thus, Bohm discloses a fabric 
layer (surface layer material)/hot-melt adhesive/polyolefin foam/self-adhesive 
composition. As previously noted Bohm is silent with respect to teaching of hotmelt 
adhesive as presently claimed that is applied to the surface of the polyolefin foam layer. 
However, the invention of Tomoaki is previously disclosed. Thus, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to use 
the hot-melt adhesive of Tomoaki in the invention of Bohm, motivated by the desire to 
use a hot-melt adhesive that has high flexibility, low possible coating temperature, low 
coating viscosity, high tack generation temperature, high blocking resistance, and short 
open time. 

Regarding claim 5, Bohm discloses adhesive with thickness of 25 micrometer 
(0047). 

Regarding claim 6, the recitation of "not more than 30 weight % of a polyolefin" is 
interpreted as not having (i.e. zero wt%) polyolefin because the recitation "not more 
than 30 weight %" includes zero. Thus, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to use the hot-melt adhesive 
of Tomoaki in the invention of Bohm, motivated by the desire to use a hot-melt adhesive 
that has high flexibility, low possible coating temperature, low coating viscosity, high 
tack generation temperature, high blocking resistance, and short open time. 

With respect to claim 9 the weight ratio of APAO (A) to PP wax (C) of 100/50 to 
100/80, as previously disclosed the hot-melt adhesive of Tomoaki comprises 50-90 wt% 
amorphous polyolefin polymer and 5-44 wt% of a crystalline polypropylene wax. 
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Additionally, with respect to the weight ratio of APAO (A) to the tackifier resin (B) of 
100/30 to 100/60, the hot-melt adhesive of Tomoaki comprises 50-90 wt% amorphous 
polyolefin polymer and 1-20 wt% of tackifier resin (e.g. 50 wt% APAO and 20 wt% of 
tackifier resin = 100/40 wt ratio). Thus, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to use the hot-melt adhesive 
of Tomoaki in the invention of Bohm, motivated by the desire to use a hot-melt adhesive 
that has high flexibility, low possible coating temperature, low coating viscosity, high 
tack generation temperature, high blocking resistance, and short open time. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Anish Desai whose telephone number is 571-272-6467. 
The examiner can normally be reached on Monday-Friday, 8:00AM-4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on 571-272-1478. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Terrel Morris/ 
Terrel Morris 

Supervisory Patent Examiner 
Group Art Unit 1771 



